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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 2/5/03 has been entered. 

Response to Amendment 

2. Applicant's amendment received on 1/2/03 has been entered and made of record. 
Currently, claims 1-7, 9-19, 21-30, and 32-59 are pending. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-7, 9-19, 21-30, 32-42, 54, and 55 have 
been considered but are moot in view of the new ground(s) of rejection. 

4. Upon review of the prior art, notably Yamamoto et al. (U.S. Patent Number 5,767,985), 
which was cited in the Office action dated 10/2/02, as anticipating claims 47-53, 58, and 59, the 
examiner finds that the claims, as amended do not overcome the teaching of Yamamoto. 
Yamamoto can be interpreted as receiving information data (being a facsimile protocol signal 
with the initial CNG signal) with destination address data from a transmitting source via a 
network (being read in column 8, lines 1 through 55, wherein as is widely known throughout the 
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art while using G3 facsimile protocol, the dialed destination address, or the telephone number of 
the fax unit 30, is used to connect to the fax unit 30, whereby information data or handshake data 
is then received, thereby receiving information data with destination address data from a 
transmitting source via a network), returning a message in response to a request from the 
transmitting source via the network (step 106, being the guide message from the host unit being 
sent over the public telephone line 70, after the incoming call from the transmitting source, 
which is interpreted as the "request"), and receiving an instruction generated based on the 
message (being step 128, column 9, lines 21 through 40). Because of this, the rejection of 
independent claims 47, 58, and 59 are repeated in this Office action, with a full discussion 
appearing below. 

Claim Rejections - 35 USC § 102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIP A) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
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reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

6. Claims 47-53, 58, and 59 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yamamoto et al (U.S. Patent Number 5,767,985, cited in the Office action dated 10/2/02). 

Regarding claim 47, Yamamoto discloses a communication apparatus (fax unit 30) 
comprising a means for connecting various types of networks which have unique formats and 
addresses, respectively (see Figs. 1 and 2), means for receiving information data (being a 
facsimile protocol signal with the initial CNG signal) with destination address data from a 
transmitting sourtfe via a network (column 8, lines 1 through 55, wherein as is widely known 
throughout the art while using G3 facsimile protocol, the dialed destination address, or the 
telephone number of the fax unit 30, is used to connect to the fax unit 30, whereby information 
data or handshake data is then received, thereby receiving information data with destination 
address data from a transmitting source via a network), means for returning a message in 
response to a request from the transmitting source via the network (step 106, being the guide 
message from the host unit being sent over the public telephone line 70, after the incoming call 
from the transmitting source, which is interpreted as the "request"), means for receiving an 
instruction generated based on the message (being step 128, column 9, lines 21 through 40), 
means for receiving another instruction different from the instruction based on the message 
(being steps 1 14 or 122, column 8, line 66 through column 9, line 36), means for processing the 
information data without changing the format in a case where the another instruction is received 
(steps 1 18 and 126, column 9, lines 29 through 36, as well as seen in Fig. 5 as "no" in all of the 
steps 228, 236, 242, 250, 256, and 262), and means for changing a format of the information data 
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and the destination address data into another format corresponding to another type of network in 
accordance with the received instruction (step 130, column 9, lines 21 through 40, whereby 
received data is decoded, as well as seen in Fig. 5 as "yes" to any of steps 228, 236, 242, 250, 
256, and 262). 

Regarding claims 48, Yamamoto discloses the apparatus discussed above in claim 47, 
and further teaches that the means for returning returns the message as voice guidance 
information (column 8, line 62 through column 9, line 28). 

Regarding claim 49, Yamamoto discloses the apparatus discussed above in claim 47, and 
further teaches th&t the means for receiving an instruction receives the instruction by a tone 
signal (column 9, lines 21 through 40). 

Regarding claim 50, Yamamoto discloses the apparatus discussed above in claim 49, and 
further teaches that the tone signal is a DTMF signal (column 9, lines 21 through 40). 

Regarding claim 51, Yamamoto discloses the apparatus discussed above in claim 47, and 
further teaches that the information data is image data in accordance with a predetermined image 
format (column 9, lines 15 through 27). 

Regarding claim 52, Yamamoto discloses the apparatus discussed above in claim 47, and 
further teaches that the means for changing the format changes the format from a predetermined 
format to an e-mail format (see Fig. 5). 

Regarding claim 53, Yamamoto discloses the apparatus discussed above in claim 47, and 
further teaches that the means for changing a format changes the format from a facsimile format 
to a predetermined format (see Fig. 5). 
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Regarding claim 58, Yamamoto discloses a method for a communication apparatus (fax 
unit 30) comprising connecting various types of networks which have unique formats and 
addresses, respectively (see Figs. 1 and 2), receiving information data (being a facsimile protocol 
signal with the initial CNG signal) with destination address data from a transmitting source via a 
network (column 8, lines 1 through 55, wherein as is widely known throughout the art while 
using G3 facsimile protocol, the dialed destination address, or the telephone number of the fax 
unit 30, is used to connect to the fax unit 30, whereby information data or handshake data is then 
received, thereby receiving information data with destination address data from a transmitting 
source via a network), returning a message in response to a request from the transmitting source 
via the network (step 106, being the guide message from the host unit being sent over the public 
telephone line 70, after the incoming call from the transmitting source, which is interpreted as 
the "request"), receiving an instruction generated based on the message (being step 128, column 
9, lines 21 through 40), receiving another instruction different from the instruction based on the 
message (being steps 1 14 or 122, column 8, line 66 through column 9, line 36), processing the 
information data without changing the format in a case where the another instruction is received 
(steps 118 and 126, column 9, lines 29 through 36, as well as seen in Fig. 5 as "no" in all of the 
steps 228, 236, 242, 250, 256, and 262), and changing a format of the information data and the 
destination address data into another format corresponding to another type of network in 
accordance with the received instruction (step 130, column 9, lines 21 through 40, whereby 
received data is decoded, as well as seen in Fig. 5 as "yes" to any of steps 228, 236, 242, 250, 
256, and 262). 
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Regarding claim 59, Yamamoto discloses a computer program for a communication 
apparatus (fax unit 30) comprising a means for connecting various types of networks which have 
unique formats and addresses, respectively (see Figs. 1 and 2), means for receiving information 
data (being a CNG signal) with destination address data from a transmitting source via a network 
(column 8, lines 1 through 55, wherein as is widely known throughout the art while using G3 
facsimile protocol, the dialed destination address, or the telephone number of the fax unit 30, is 
used to connect to the fax unit 30, whereby information data or handshake data is then received, 
thereby receiving information data with destination address data from a transmitting source via a 
network), means for returning a message in response to a request from the transmitting source 
via the network (step 106, being the guide message from the host unit being sent over the public 
telephone line 70, after the incoming call from the transmitting source, which is interpreted as 
the "request"), means for receiving an instruction generated based on the message (being step 
128, column 9, lines 21 through 40), means for receiving another instruction different from the 
instruction based on the message (being steps 1 14 or 122, column 8, line 66 through column 9, 
line 36), means for processing the information data without changing the format in a case where 
the another instruction is received (steps 118 and 126, column 9, lines 29 through 36, as well as 
seen in Fig. 5 as "no" in all of the steps 228, 236, 242, 250, 256, and 262), and means for 
changing a format of the information data and the destination address data into another format 
corresponding to another type of network in accordance with the received instruction (step 130, 
column 9, lines 21 through 40, whereby received data is decoded, as well as seen in Fig. 5 as 
"yes" to any of steps 228, 236, 242, 250, 256, and 262). 



$ • 
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Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-3, 5-7, 37-42, 54, and 55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bloomfield (U.S. Patent Number 6,025,931, cited in the Office action dated 
10/2/02) in view of Adler et al (U.S. Patent Number 6,256,1 15). 

Regarding claim 2, Bloomfield discloses a communication apparatus (fax server 110, 
seen in Figs. 1, 2, and 13) comprising a means (data network interface 154) for connecting to a 
computer network (data network 114, column 4, lines 37 through 67), a means (fax comm * 
interface 130) for connecting to a public telephone network (public telephone network 108, 
column 4, lines 5 through 20), a means for receiving facsimile image data from the public 
telephone network (column 5, line 63 through column 6, line 8, and column 6, lines 46 through 
65, and column 18, line 54 through column 19, line 10), a means for receiving transfer 
destination information (fax interface device ID, E-mail destination address, and check sum) of 
e-mail data from the public telephone network (steps 1034, 1036, and 1038 in Fig. 1 1 A, column 
17, lines 57 through 63), a means for converting the received facsimile image data into an e-mail 
data format (column 6, line 66 through column 7, line 34, steps 1070 and 1072 in Fig. 1 1 C, and 
column 19, lines 10 through 37), a means for designating an e-mail destination of the computer 
network (E-mail destination address) on the basis of the received transfer destination information 
(column 18, lines 41 through 54, and column 19, lines 10 through 57), and transmitting the e- 
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mail data converted by the conversion means to a destination designated by the transfer 

destination information (step 1080 in Fig. 1 1C, column 19, lines 37 through 45), and a means for 

selecting whether the public telephone network is released or facsimile reception via the public 

telephone network is started (steps 1046 or 1044 in Fig. 11B, column 18, lines 7 through 16), 

when a signal related to a facsimile communication (step 1032-1038) is not received within a 

prescribed time for monitoring signal reception from the public telephone network after call 

reception from the public telephone network ("time-out " in step 1042, column 17, line 67 

through column 18, line 16). 

However, Bloomfield is unclear of teaching of a means for selecting whether the public 

telephone network is released or facsimile reception via the public telephone network is started, 

when the transfer destination information (seen in step 1036) is not received within a prescribed 

*• - 

time for monitoring signal reception from the public telephone network after call reception from 
the public telephone network. Adler discloses a communication apparatus (node 10, see abstract) 
comprising a means for connecting to a computer network (Internet 24, column 5, lines 5 
through 21), a means for connecting to a public telephone network (PSTN 18, column 4, line 62 
through column 5, line 4), a means for receiving facsimile image data from the public telephone 
network (column 5, line 48 through column 6, line 4), a means for receiving transfer destination 
information (destination number) from the public telephone network (column 11, line 60 through 
columnl2, line 17), a means for converting the received facsimile image data into another format 
(column 6, lines 10 through 42), and transmitting the data converted by the conversion means to 
a destination designated by the transfer destination information (column 6, line 17 through 
column 7, line 15), a means for selecting whether the public telephone network is released or 
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facsimile reception via the public telephone network is started ("end", which thereby releases the 
network, or looping back up to repeat the start of reception) when the transfer destination 
information (destination number, in step 206) is not received within a prescribed time for 
monitoring signal reception from the public telephone network after call reception from the 
public telephone network (time-out in step 216, column 11, line 60 through column 12, line 2), 
and a means for selecting whether the public telephone network is released or facsimile reception 
via the public telephone network is started ("end", which thereby releases the network, or 
looping back up to repeat the start of reception), when a signal related to a facsimile 
communication (fax receive in step 220) is not received within a prescribed time for monitoring 
signal reception from the public telephone network after call reception from the public telephone 
network (time-out in step 224, column 12, lines 2 through 17). Therefore, it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to include 
Adler's teachings in the system of Bloomfield. Bloomfield's system would easily be modified to 
conform to Adler's teachings, as the systems share cumulative features, being additive in nature, 
and thereby conforming to well-known standards in the facsimile Group-3 protocol 
communication. 

Regarding claim 2, Bloomfield and Adler disclose the apparatus discussed in claim 1 
above, and Bloomfield further teaches that the transmission means comprises destination 
designation means for designating the e-mail destination (E-mail destination address) of the 
computer network on the basis of the received transfer destination information (column 18, lines 
41 through 54, and column 19, lines 10 through 57), and post-office designation means for 
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designating a desired post-office in an e-mail server (e-mail server 1 12) of the computer network 
(column 19, line 46 through column 20, line 11). 

Regarding claim 3, Bloomfield and Adler disclose the apparatus discussed in claim 1 
above, and Bloomfield further teaches that the transfer destination information and password 
information (identification code) are received from the public telephone network (column 6, 
lines 30 through 59), wherein it is checked if e-mail transfer destination information 
corresponding to the transfer destination information is set in advance (column 16, lines 35 
through 39) and if the received password information matches password information set in 
advance (step 1048, column 18, lines 17 through 48), and the converted e-mail data is 
transmitted in accordance with the checking results (column 6, line 47 through column 7, line 7). 

Regarding claim 5, Bloomfield and Adler disclose the apparatus discussed in claim 3 



above, and Bloomfield further teaches that the password information is received as numeral 
information (see Figs. 10 and 10A, column 15, lines 30 through 37, column 16, lines 33 through 



Regarding claim 6, Bloomfield and Adler disclose the apparatus discussed in claim 1 
above, and Bloomfield further teaches that the transfer destination information is received by a 
tone signal (column 5, line 63 through column 6, line 17). 

Regarding claim 7, Bloomfield and Adler disclose the apparatus discussed in claim 6 
above, and Bloomfield further teaches that the tone signal is a DTMF signal (column 6, line 63 
through column 6, line 5, column 10, line 48 through column 11, line 47, and column 14, lines 
36 through 38). 



39). 
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Regarding claim 37, Bloomfield discloses a communication apparatus (fax server 1 10, 
seen in Figs. 1, 2, and 13) comprising means for connecting various types of networks (see Fig. 
1) which have unique formats and addresses, respectively (column 5, line 63 through column 6, 
line 46), means for receiving information data (fax interface device ID, E-mail destination 
address, and check sum) with destination address data via one of the networks from a 
transmission source (steps 1034, 1036, and 1038 in Fig. 1 1 A, column 17, lines 57 through 63), 
means for changing a format of the information data (column 6, line 66 through column 7, line 
34, steps 1070 and 1072 in Fig. 1 1C, and column 19, lines 10 through 37) and the destination 
address data into another format corresponding to another type of network by discriminating the 
destination address data (column 18, lines 41 through 54, and column 19, lines 10 through 57), 
and means for selecting whether the public telephone network is continued or not via the 
network (steps 1046 or 1044 in Fig. 11B, column 18, lines 7 through 16), when the information 
data is not received within a prescribed time for monitoring signal reception from the network 
after a session is started via the network ("time-out " in step 1042, column 17, line 67 through 
column 18, line 16). 

However, Bloomfield is unclear of teaching of a means for selecting whether the 
communication is continued or not via the network when the destination address data (seen in 
step 1036) is not received within a prescribed time for monitoring signal reception after a session 
is started via the network. Adler discloses a communication apparatus (node 10, see abstract) 
comprising a means for connecting various types of networks which have unique formats and 
addresses, respectively (see Fig. 1, PSTN 18 and Internet 24, column 4, line 62 through column 
5, line 21), means for receiving information data with destination address data (destination 
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number) via one of the networks from a transmission source (column 5, line 48 through column 
6, line 4, and column 11, line 60 through columnl2, line 17), means for changing a format of the 
information data and the destination address data into another format corresponding to another 
type of network (column 6, lines 10 through 42), means for selecting whether the communication 
is continued or not via the network ("end", which thereby releases the network, or looping back 
up to repeat the start of reception) when the destination data (destination number, in step 206) is 
not received within a prescribed time for monitoring signal reception from the network after a 
session is started via the network (time-out in step 216, column 11, line 60 through column 12, 
line 2), and means for selecting whether the communication is continued or not via the network 
("end", which thereby releases the network, or looping back up to repeat the start of reception), 
is started when the information data (fax receive in step 220) is not received within a prescribed 
time for monitoring signal reception from the network after a session is started via the network 
(time-out in step 224, column 12, lines 2 through 17). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to include Adler's teachings 
in the system of Bloomfield. Bloomfield' s system would easily be modified to conform to 
Adler's teachings, as the systems share cumulative features, being additive in nature, and thereby 
conforming to well-known standards in the facsimile Group-3 protocol communication. 

Regarding claim 38, Bloomfield and Adler disclose the apparatus discussed in claim 37 
above, and Bloomfield further teaches that the types of networks include a computer network 
(see Fig. 1, and column 4, lines 40 through 55). 
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Regarding claim 39, Bloomfield and Adler disclose the apparatus discussed in claim 37 
above, and Bloomfield further teaches that the types of networks include a public telephone 
network (see Fig. 1, public telephone network 108). 

Regarding claim 40, Bloomfield and Adler disclose the apparatus discussed in claim 37 
above, and Bloomfield further teaches that the information data is image data in accordance with 
predetermined image format (column 5, line 52 through column 6, line 46). 

Regarding claim 41, Bloomfield and Adler disclose the apparatus discussed in claim 37 
above, and Bloomfield further teaches that the format changing means changes the format from a 
predetermined format to an e-mail format (column 5, line 52 through column 6, line 46). 

Regarding claim 42, Bloomfield and Adler disclose the apparatus discussed in claim 37 
above, and Bloomfield further teaches that the format changing means changes the format from a 
facsimile format to a predetermined format (column 5, line 52 through column 6, line 46, and 
column 7, lines 8 through 28). 

Regarding claim 54, Bloomfield discloses a method for a communication apparatus (fax 
server 110, seen in Figs. 1, 2, and 13) comprising the steps of connecting various types of 
networks (see Fig. 1) which have unique formats and addresses, respectively (column 5, line 63 
through column 6, line 46), receiving information data (fax interface device ID, E-mail 
destination address, and check sum) with destination address data via one of the networks from a 
transmission source (steps 1034, 1036, and 1038 in Fig. 1 1 A, column 17, lines 57 through 63), 
changing a format of the information data (column 6, line 66 through col umn 1, line 34, steps 
1070 and 1072 in Fig. 1 1C, and column 19, lines 10 through 37) and the destination address data 
into another format corresponding to another type of network by discriminating the destination 
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address data (column 18, lines 41 through 54, and column 19, lines 10 through 57), and selecting 
whether the public telephone network is continued or not via the network (steps 1046 or 1044 in 
Fig. 1 IB, column 18, lines 7 through 16), when the information data is not received within a 
prescribed time for monitoring signal reception from the network after a session is started via 
the network ("time-out " in step 1042, column 17, line 67 through column 18, line 16). 

However, Bloomfield is unclear of teaching of selecting whether the communication is 
continued or not via the network when the destination address data (seen in step 1036) is not 
received within a prescribed time for monitoring signal reception after a session is started via the 
network. Adler discloses a method for a communication apparatus (node 10, see abstract) 
comprising the steps of connecting various types of networks which have unique formats and 
addresses, respectively (see Fig. 1, PSTN 18 and Internet 24, column 4, line 62 through column 
5, line 21), receiving information data with destination address data (destination number) via one 
of the networks from a transmission source (column 5, line 48 through column 6, line 4, and 
column 1 1, line 60 through columnl2, line 17), changing a format of the information data and 
the destination address data into another format corresponding to another type of network 
(column 6, lines 10 through 42), selecting whether the communication is continued or not via the 
network ("end", which thereby releases the network, or looping back up to repeat the start of 
reception) when the destination data (destination number, in step 206) is not received within a 
prescribed time for monitoring signal reception from the network after a session is started via the 
network (time-out in step 216, column 11, line 60 through column 12, line 2), and selecting 
whether the communication is continued or not via the network ("end", which thereby releases 
the network, or looping back up to repeat the start of reception), is started when the information 
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data (fax receive in step 220) is not received within a prescribed time for monitoring signal 
reception from the network after a session is started via the network (time-out in step 224, 
column 12, lines 2 through 17). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to include Adler's teachings in the system of 
Bloomfield. Bloomfield's system would easily be modified to conform to Adler's teachings, as 
the systems share cumulative features, being additive in nature, and thereby conforming to well- 
known standards in the facsimile Group-3 protocol communication. 

Regarding claim 55, Bloomfield discloses a computer program (column 6, lines 18 
through 27) for a communication apparatus (fax server 110, seen in Figs. 1, 2, and 13) 
comprising computer readable program code means for connecting various types of networks 
(see Fig. 1) which have unique formats and addresses, respectively (column 5, line 63 through 
column 6, line 46), receiving information data (fax interface device ID, E-mail destination 
address, and check sum) with destination address data via one of the networks from a 
transmission source (steps 1034, 1036, and 1038 in Fig. 11 A, column 17, lines 57 through 63), 
changing a format of the information data (column 6, line 66 through column 7, line 34, steps 
1070 and 1072 in Fig. 1 1C, and column 19, lines 10 through 37) and the destination address data 
into another format corresponding to another type of network by discriminating the destination 
address data (column 18, lines 41 through 54, and column 19, lines 10 through 57), and selecting 
whether the public telephone network is continued or not via the network (steps 1046 or 1044 in 
Fig. 1 IB, column 18, lines 7 through 16), when the information data is not received within a 
prescribed time for monitoring signal reception from the network after a session is started via 
the network ("time-out " in step 1042, column 17, line 67 through column 18, line 16). 
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However, Bloomfield is unclear of teaching of means for selecting whether the 
communication is continued or not via the network when the destination address data (seen in 
step 1036) is not received within a prescribed time for monitoring signal reception after a session 
is started via the network. Adler discloses a computer program for a communication apparatus 
(node 10, see abstract, and column 18, line 60 through column 19, line 24) comprising means for 
connecting various types of networks which have unique formats and addresses, respectively 
(see Fig. 1, PSTN 18 and Internet 24, column 4, line 62 through column 5, line 21), means for 
receiving information data with destination address data (destination number) via one of the 
networks from a transmission source (column 5, line 48 through column 6, line 4, and column 
11, line 60 through column 12, line 17), means for changing a format of the information data and 
the destination address data into another format corresponding to another type of network 
(column 6, lines 10 through 42), means for selecting whether the communication is continued or 
not via the network ("end", which thereby releases the network, or looping back up to repeat the 
start of reception) when the destination data (destination number, in step 206) is not received 
within a prescribed time for monitoring signal reception from the network after a session is 
started via the network (time-out in step 216, column 1 1, line 60 through column 12, line 2), and 
means for selecting whether the communication is continued or not via the network ("end", 
which thereby releases the network, or looping back up to repeat the start of reception), is started 
when the information data (fax receive in step 220) is not received within a prescribed time for 
monitoring signal reception from the network after a session is started via the network (time-out 
in step 224, column 12, lines 2 through 17). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to include Adler's teachings in the 
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system of Bloomfield. Bloomfield's system would easily be modified to conform to Adler's 
teachings, as the systems share cumulative features, being additive in nature, and thereby 
conforming to well-known standards in the facsimile Group-3 protocol communication. 



9. Claims 4, and 9-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bloomfield (U.S. Patent Number 6,025,931, cited in the Office action dated 10/2/02) in view of 
Adler et al. (U.S. Patent Number 6,256,1 15), and further in view of Toyoda et al. (U.S. Patent 
Number 5,812,278, cited in the Office action dated 10/2/02). 

Regarding claim 4, Bloomfield and Adler disclose the apparatus discussed in claim 1 
above, but fail to specifically teach of a means for registering in advance e-mail address 
information of the e-mail destination in correspondence with numeral information, wherein the 
transfer destination information is received as numeral information, and the address information 
of the e-mail destination corresponding to the received numeral information is read out from the 
storage means to designate the e-mail destination. Toyoda discloses a communication apparatus 
(facsimile apparatus 71, 81, or 91, seen in Fig. 21) comprising a means (LAN control unit 78, 
seen in Fig. 22) for connecting to a computer network (LAN or Internet 65), a means (facsimile 
data communicating unit 74) for connecting to a public telephone network (PSTN 63), a means 
for receiving facsimile image data from the public telephone network (S201 in Fig. 23, column 
22, lines 6 through 13), a means for receiving transfer destination information of e-mail data 
from the public telephone network (PSTN 63, column 21, lines 1 through 17, and column 22, 
lines 1 through 39), a means for converting the received facsimile image data into an e-mail data 
format (column 22, lines 40 through 54), and a means for designating an e-mail destination of the 
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computer network on the basis of the received transfer destination information (column 22, lines 
40 through 49), and transmitting the e-mail data converted by the conversion means to a 
destination designated by the transfer destination information (column 22, lines 49 through 67). 
Toyoda further teaches of a means for registering in advance e-mail address information of the e- 
mail destination in correspondence with numeral information (column 22, lines 27 through 39), 
wherein the transfer destination information is received as numeral information (column 22, lines 
27 through 39), and the address information of the e-mail destination corresponding to the 
received numeral information is read out from the storage means to designate the e-mail 
destination (column 22, lines 40 through 59). Therefore, it would have been obvious to a person 
of ordinary skill in the art at the time the invention was made to include Toyoda' s teachings in 
the system of Bloomfield and Adler. Bloomfield and Adler's system would easily be modified to 
include Toyoda' s teachings, as the systems share cumulative features, being additive in nature. 

Regarding claim 9, Bloomfield, Adler, and Toyoda disclose the apparatus discussed in 
claim 4 above, and Adler further teaches that the transfer destination information is received by a 
protocol signal of a facsimile communication protocol (column 11, line 60 through column 12, 
line 17). Further, Toyoda also teaches that the transfer destination information is received by a 
protocol signal of a facsimile communication protocol (column 21, lines 1 through 17). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include Toyoda' s teachings in the system of Bloomfield and Adler. 
Bloomfield and Adler's system would easily be modified to include Toyoda's teachings, as the 
systems share cumulative features, being additive in nature. 
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Regarding claim 10, Bloomfield and Adler disclose the apparatus discussed in claim 5 
above, and Bloomfield further teaches that the password information is received by a protocol 
signal of a facsimile communication protocol (column 17, line 53 through column 18, line 66). 
However, Bloomfield fails to specifically teach of receiving identification information by a 
protocol signal of a facsimile communication protocol. Adler discloses a communication 
apparatus further comprising of receiving identification information by a protocol signal of a 
facsimile communication protocol (column 11, line 60 through column 12, line 17). Further, 
Toyoda also discloses a communication apparatus, which is discussed above in claim 4, (being 
facsimile apparatus 71, 81, or 91, seen in Fig. 21), further comprising of receiving identification 
information by a protocol signal of a facsimile communication protocol (column 21, lines 1 

through 17). Therefore, it would have been obvious to a person of ordinary skill in the art at the 

*• - 

time the invention was made to include Toyoda' s teachings in Bloomfield and Adler 's system. 
Bloomfield and Adler' s system would easily be modified to include Toyoda' s teachings, as the 
systems share cumulative features, being additive in nature. 

Regarding claim 11, Bloomfield, Adler, and Toyoda disclose the apparatus discussed 
above in claim 9, and Toyoda further teaches that that the protocol signal of the facsimile 
communication protocol is a subaddress signal or selective polling signal of the T.30 
recommendation (column 21, lines 1 through 17). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to include Toyoda' s 
teachings in the system of Bloomfield and Adler. Bloomfield and Adler's system would easily be 
modified to include Toyoda' s teachings, as the systems share cumulative features, being additive 
in nature. 
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Regarding claim 12, Bloomfield, Adler, and Toyoda disclose the apparatus discussed 
above in claim 10, and Toyoda further teaches that that the protocol signal of the facsimile 
communication protocol is a password signal of the T.30 recommendation (column 21, lines 1 
through 17). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to include Toyoda' s teachings in Bloomfield and Adler' s system. 
Bloomfield and Adler's system would easily be modified to include Toyoda's teachings, as the 
systems share cumulative features, being additive in nature. 

10. Claims 13-19, 21-30, and 32-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Toyoda et al. (U.S. Patent Number 5,812,278, cited in the Office action dated 
10/2/02) in view of Adler et al (U.S. Patent Number 6,256,1 15). 

** - 

Regarding claim 13, Toyoda discloses a method for a communication apparatus 
(facsimile apparatus 71, 81, or 91, seen in Fig. 21), connected to a computer network (LAN or 
Internet 65) and a public telephone network (PSTN 63), the communication apparatus having a 
facsimile communication function (column 21, lines 29 through 33), with the method comprising 
the steps of receiving a remote instruction including transfer destination information from the 
public telephone network by a protocol signal of a facsimile communication protocol (column 
21, lines 1 through 17, and column 22, lines 1 through 39), receiving facsimile image data from 
the public telephone network (S201 in Fig. 23, column 22, lines 6 through 13), converting the 
received facsimile image data into an e-mail data format (column 22, lines 40 through 54), 
designating an e-mail destination of the computer network based on the received transfer 
destination information (column 22, lines 40 through 49), and transmitting the converted e-mail 
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data to a destination designated by the transfer destination information (column 22, lines 49 
through 67). 

However, Toyoda fails to specifically teach of selecting whether the public telephone 
network is released or facsimile reception via the public telephone network is started, when the 
transfer destination information is not received within a prescribed time for monitoring signal 
reception from the public telephone network after call reception from the public telephone 
network, and selecting whether the public telephone network is released or facsimile reception 
via the public telephone network is started, when a signal related to a facsimile communication is 
not received within a prescribed time for monitoring signal reception from the public telephone 
network after call reception from the public telephone network. Adler discloses a method for a 
communication apparatus (node 10, see abstract) connected to a computer network (Internet 24, 
column 5, lines 5 through 21) and a public telephone network (PSTN 18, column 4, line 62 
through column 5, line 4), with the apparatus having a facsimile communication function (see 
abstract), with the method comprising the steps of receiving a remote instruction including 
transfer destination information (destination number) from the public telephone network (column 
11, line 60 through column 12, line 17), receiving facsimile image data from the public telephone 
network (column 5, line 48 through column 6, line 4), converting the received facsimile image 
data into another format (column 6, lines 10 through 42), and transmitting the converted data to a 
destination designated by the transfer destination information (column 6, line 17 through column 
7, line 15), selecting whether the public telephone network is released or facsimile reception via 
the public telephone network is started ("end", which thereby releases the network, or looping 
back up to repeat the start of reception) when the transfer destination information (destination 
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number, in step 206) is not received within a prescribed time for monitoring signal reception 
from the public telephone network after call reception from the public telephone network (time- 
out in step 216, column 1 1, line 60 through column 12, line 2), and selecting whether the public 
telephone network is released or facsimile reception via the public telephone network is started 
("end", which thereby releases the network, or looping back up to repeat the start of reception), 
when a signal related to a facsimile communication (fax receive in step 220) is not received 
within a prescribed time for monitoring signal reception from the public telephone network after 
call reception from the public telephone network (time-out in step 224, column 12, lines 2 
through 17). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to include Adler's teachings in the system of Toyoda. Toyoda' s 
system would easily be modified to conform to Adler's teachings, as the systems share 
cumulative features, being additive in nature, and thereby conforming to well-known standards 
in the facsimile Group-3 protocol communication. 

Regarding claim 25, Toyoda discloses a storage medium (ROM 72) which stores a 
computer program executed by a computer of a communication apparatus (facsimile apparatus 
71, 81, or 91, seen in Fig. 21, column 21, lines 20 through 27), connected to a computer network 
(LAN or Internet 65) and a public telephone network (PSTN 63), the communication apparatus 
having a facsimile communication function (column 21, lines 29 through 33), with the computer 
program having processing of receiving a remote instruction including transfer destination 
information from the public telephone network by a protocol signal of a facsimile 
communication protocol (column 21, lines 1 through 17, and column 22, lines 1 through 39), 
processing of receiving facsimile image data from the public telephone network (S201 in Fig. 23, 
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column 22, lines 6 through 13), processing of converting the received facsimile image data into 
an e-mail data format (column 22, lines 40 through 54), processing of discriminating the transfer 
destination information included in the protocol signal (column22, lines 1 through 16), and 
processing of designating an e-mail destination of the computer network on the basis of the 
discriminated transfer destination information (column 22, lines 40 through 49), and transmitting 
the converted e-mail data to a destination designated by the transfer destination information 
(column 22, lines 49 through 67). 

However, Toyoda fails to specifically teach of selecting whether the public telephone 
network is released or facsimile reception via the public telephone network is started, when the 
transfer destination information is not received within a prescribed time for monitoring signal 
reception from the public telephone network after call reception from the public telephone 
network, and selecting whether the public telephone network is released or facsimile reception 
via the public telephone network is started, when a signal related to a facsimile communication is 
not received within a prescribed time for monitoring signal reception from the public telephone 
network after call reception from the public telephone network. Adler discloses a method for a 
communication apparatus (node 10, see abstract) connected to a computer network (Internet 24, 
column 5, lines 5 through 21) and a public telephone network (PSTN 18, column 4, line 62 
through column 5, line 4), with the apparatus having a facsimile communication function (see 
abstract), with the method comprising the steps of receiving a remote instruction including 
transfer destination information (destination number) from the public telephone network (column 
11, line 60 through columnl2, line 17), receiving facsimile image data from the public telephone 
network (column 5, line 48 through column 6, line 4), converting the received facsimile image 



Application/Control Number: 09/123,145 Page 25 

Art Unit: 2622 

data into another format (column 6, lines 10 through 42), and transmitting the converted data to a 
destination designated by the transfer destination information (column 6, line 17 through column 
7, line 15), selecting whether the public telephone network is released or facsimile reception via 
the public telephone network is started ("end", which thereby releases the network, or looping 
back up to repeat the start of reception) when the transfer destination information (destination 
number, in step 206) is not received within a prescribed time for monitoring signal reception 
from the public telephone network after call reception from the public telephone network (time- 
out in step 216, column 11, line 60 through column 12, line 2), and selecting whether the public 
telephone network is released or facsimile reception via the public telephone network is started 
("end", which thereby releases the network, or looping back up to repeat the start of reception), 
when a signal related to a facsimile communication (fax receive in step 220) is not received 
within a prescribed time for monitoring signal reception from the public telephone network after 
call reception from the public telephone network (time-out in step 224, column 12, lines 2 
through 17). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to include Adler's teachings in the system of Toyoda. Toyoda's 
system would easily be modified to conform to Adler's teachings, as the systems share 
cumulative features, being additive in nature, and thereby conforming to well-known standards 
in the facsimile Group-3 protocol communication. 

Regarding claims 14 and 26, Toyoda and Adler disclose the method and medium 
discussed above in claims 13 and 25, respectively, and Adler further teaches that the transfer 
destination information and password information are received from the public telephone 
network (column 1 1, line 17 through column 12, line 17), wherein it is checked if transfer 
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destination information corresponding to the transfer destination information is set in advance 
(column 11, lines 60 through column 12, line 9) and if the received password information 
matches password information set in advance (column 11, lines 28 through 59), and the 
converted data is transmitted in accordance with the checking results (column 12, lines 3 through 
45). Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to include Adler's teachings in Toyoda's system. Toyoda's system would 
easily be modified to include Adler's teachings, as the systems share cumulative features, being 
additive in nature. 

Regarding claims 15 and 27 \ Toyoda and Adler disclose the method and medium 
discussed above in claims 14 ad 26, respectively, and Toyoda further teaches that the step of 
designating the e-mail destination of the computer network on the basis of the received transfer 
destination information (column 22, lines 1 through 49), and designating a desired post-office in 
an e-mail server (personal computer 64) of the computer network (column 22, lines 49 through 
column 23, line 4, and column 10, lines 40 through 53, wherein the electronic mail is transmitted 
according to post office protocol, thereby having the personal computer 64 receive the email in a 
"post office" corresponding to the designated e-mail destination). 

Regarding claims 16 and 28, Toyoda and Adler disclose the method and medium 
discussed above in claims 14 and 26, respectively, and Toyoda further teaches of registering in 
advance e-mail address information of the e-mail destination in storage means in correspondence 
with numeral information (column 22, lines 27 through 39), and receiving the transfer 
destination information as numeral information (column 22, lines 27 through 39), and reading 
out the address information of the e-mail destination corresponding to the received numeral 
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information from the storage means to designate the e-mail destination (column 22, lines 40 
through 59). 

Regarding claims 1 7 and 29, Toyoda and Adler disclose the method and medium 
discussed above in claims 14 and 26, respectively, and Adler further teaches that the password 
information is received as numeral information (column 11, lines 28 through 59). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include Adler's teachings in Toyoda's system. Toyoda's system would easily be 
modified to include Adler' s teachings, as the systems share cumulative features, being additive 
in nature. 

Regarding claim 18, Toyoda and Adler disclose the method discussed in claim 14 above, 
and Toyoda further teaches that the transfer destination information is received by a tone signal 
(column 21, lines 1 through 17, and column 22, lines 1 through 39). 

Regarding claims 19 and 30, Toyoda and Adler disclose the method and medium 
discussed above in claims 18 and 26, respectively, and Adler further teaches that the transfer 
destination information is received by a tone signal (column 11, line 17 through column 12, line 
12), whereby the tone signal is a DTMF signal (column 9, lines 30 through 45). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include Adler's teachings in Toyoda's system. Toyoda's system would easily be 
modified to include Adler's teachings, as the systems share cumulative features, being additive 
in nature. 

Regarding claims 21 and 32, Toyoda and Adler disclose the method and medium 
discussed above in claims 14 and 26, respectively, and Toyoda further teaches that the transfer 
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destination information is received by a protocol signal of a facsimile communication protocol 
(column 21, line 1 through 17). 

Regarding claims 22 and 55, Toyoda and Adler disclose the method and medium 
discussed above in claims 14 and 26, respectively, and Toyoda further teaches of receiving 
identification information by a protocol signal of a facsimile communication protocol (column 
21, lines 1 through 17). Further, Adler teaches that the password information is received by a 
protocol signal of a facsimile communication protocol (column 1 1, line 17 through column 12, 
line 17). Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was'made to include Adler's teachings in Toyoda's system. Toyoda's system 
would easily be modified to include Adler' s teachings, as the systems share cumulative features, 
being additive in nature. 

Regarding claims 23 and 34, Toyoda and Adler disclose the method and medium 
discussed above in claims 21 and 26, respectively, and Toyoda further teaches that that the 
protocol signal of the facsimile communication protocol is a subaddress signal or selective 
polling signal of the T.30 recommendation (column 21, lines 1 through 17). 

Regarding claims 24 and 55, Toyoda and Adler disclose the method and medium 
discussed above in claims 22 and 26, respectively, and Toyoda further teaches that that the 
protocol signal of the facsimile communication protocol is a password signal of the T.30 
recommendation (column 21, lines 1 through 17). 

Regarding claim 36, Toyoda discloses a communication system including a 
communication apparatus (facsimile apparatus 71, 81, or 91, seen in Fig. 21, and see facsimile 
apparatus 51 in Figs. 3 and 12) which is connected to a computer network (LAN or Internet 65) 
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and a public telephone network (PSTN 63), with the communication apparatus having a 
facsimile communication function (column 21, lines 29 through 33), the computer network 
(LAN or Internet 65) having an e-mail server (personal computer 64), wherein the 
communication apparatus (facsimile apparatus 71) receives facsimile image data from the public 
telephone network (PSTN 63) upon reception of a remote instruction including transfer 
destination information from the public telephone network on the basis of a facsimile 
communication (column 22, lines 1 through 39), converts the received facsimile image data into 
an e-mail data format (column 22, lines 40 through 54), transmits the e-mail data by designating 
an e-mail destination based on the received transfer destination (column 22, lines 54 through 59), 
and the e-mail server (personal computer 64) receives the transmitted e-mail data in a post-office 
corresponding to the e-mail destination (column 22, lines 49 through column 23, line 4, and 
column 10, lines 40 through 53, wherein the electronic mail is transmitted according to post 
office protocol, thereby having the personal computer 64 receive the email in a "post office" 
corresponding to the e-mail destination). 

However, Toyoda fails to specifically teach of selecting whether the public telephone 
network is released or facsimile reception via the public telephone network is started, when the 
transfer destination information is not received within a prescribed time for monitoring signal 
reception from the public telephone network after call reception from the public telephone 
network, and selecting whether the public telephone network is released or facsimile reception 
via the public telephone network is started, when a signal related to a facsimile communication is 
not received within a prescribed time for monitoring signal reception from the public telephone 
network after call reception from the public telephone network. Adler discloses a communication 
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system including a communication apparatus (node 10, see abstract) which is connected to a 
computer network (Internet 24, column 5, lines 5 through 21) and a public telephone network 
(PSTN 18, column 4, line 62 through column 5, line 4), with the communication apparatus 
having a facsimile communication function (see abstract), wherein the communication apparatus 
receives facsimile image data from the public telephone network (column 5, line 48 through 
column 6, line 4), converts the received facsimile image data into another data format (column 6, 
lines 10 through 42), transmits the data by designating a destination based on the received 
transfer destination information (column 6, line 17 through column 7, line 15), selects whether 
the public telephone network is released or facsimile reception via the public telephone network 
is started ("end", which thereby releases the network, or looping back up to repeat the start of 
reception), when a signal related to a facsimile communication (fax receive in step 220) is not 
received within a prescribed time for monitoring signal reception from the public telephone 
network after call reception from the public telephone network (time-out in step 224, column 12, 
lines 2 through 17), and selects whether the public telephone network is released or facsimile 
reception via the public telephone network is started ("end", which thereby releases the network, 
or looping back up to repeat the start of reception) when the transfer destination information 
(destination number, in step 206) is not received within a prescribed time for monitoring signal 
reception from the public telephone network after call reception from the public telephone 
network (time-out in step 216, column 11, line 60 through column 12, line 2). Therefore, it 
would have been obvious to a person of ordinary skill in the art at the time the invention was 
made to include Adler's teachings in the system of Toyoda. Toyoda's system would easily be 
modified to conform to Adler's teachings, as the systems share cumulative features, being 
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additive in nature, and thereby conforming to well-known standards in the facsimile Group-3 
protocol communication. 



11. Claims 43-46, 56 and 57 are allowed. 

12. The following is a statement of reasons for the indication of allowable subject matter; 
Regarding independent claims 43, 56, and 57, in the examiner's opinion, it would not 

have been obvious to a person of ordinary skill in the art at the time the invention was made to 
have a system receive facsimile image data from a transmitting source via the public telephone 
network, return a message in response to a request received from the transmitting source via the 
public telephone network, receive a first instruction generated based on the message returned by 



the returning means, receive a second instruction that indicates a facsimile communication 
without reception of the first instruction, convert the received facsimile image data into an e-mail 
data format, process the received facsimile image data without performing the converting in a 
case where the second instruction is received, and then transmitting the converted e-mail data. 
The closest prior art, Bloomfield (U.S. Patent Number 6,025,931), as well as Yamamoto et al. 
(U.S. Patent Number 5,767,985) fail to teach of all these features in the limitations, particularly 
the limitations of receiving a second instruction that indicates a facsimile communication without 
reception of the first instruction, and processing the received facsimile image data without 
performing the converting in a case where the second instruction is received, which were added 
in the amendment dated 12/19/01. Because of this, the claims are rendered allowable. 



Allowable Subject Matter 
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Conclusion 



13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9314 for regular 
communications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-0377. 



Joseph R. Pokrzywa 

Examiner 

Art Unit 2622 



April 20, 2003 
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